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REMARKS 

By this reply, claim 167 has been amended for clarification, and claim 168 has 
been amended to correct its dependency. Accordingly, claims 135-186 remain pending 
in this application. Of claims 135-186, claims 142, 143, 150, 158, 159, 166, 174, 175, 
and 182-186 have been withdrawn. No new matter has been introduced by this reply. 

In the outstanding Office Action, claims 135-139, 144, 151-155, 160, 167-171, 
176, and 177 were rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 8, 12, and 15 of U.S. Patent No. 6,254,534 
to Butler etal. ("Butler"); claims 140, 141, 146-149, 156, 157, 162-165, 172, 173, 
and 178-181 were rejected under 35 U.S.C. § 112, first paragraph, as failing to comply 
with the written description requirement; claims 135-141 , 144, 151-157, 160, 167-171, 
and 176 were rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent 
No. 5,672,168 to de la Torre et al. ("de la Torre"); and claims 135-141, 144, 151-157, 
160, 167-173, and 176 were rejected under 35 U.S.C. § 102(e) as being anticipated by 
U.S. Patent No. 5,906,577 to Beane et al. ("Beane"). Applicant acknowledges and 
appreciates the indication of allowable subject matter in claims 145, 161, and 177. 

I. Election/Restriction 

On page 2 of the Office Action, claims 183-186 were withdrawn for being directed 
to a non-elected species. However, Applicant submits that at least claims 183-185 read 
on the elected species, as indicated in Applicant's Second Supplemental Preliminary 
Amendment and Response to Election of Species Requirement, filed 
December 5, 2006. Applicant requests that claims 183-185 be examined in this case. 
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II. Double Patenting Rejection 

Although Applicant does not necessarily agree with the nonstatutory 
obviousness-type double patenting rejection set forth in the Office Action, to obviate this 
rejection and to expedite prosecution and allowance of this application, Applicant 
submits herewith a Terminal Disclaimer linking the present application to Butler (U.S. 
Patent No. 6,254,534). The filing of this Terminal Disclaimer in no way manifests an 
admission by Applicant as to the propriety of the nonstatutory obviousness-type double 
patenting rejection set forth in the Office Action. See M.P.E.P. §804.02 citing Quad 
Environmental Technologies Corp. v. Union Sanitary District, 946 F.2d 870 (Fed. 
Cir. 1 991 ) ("In legal principle, the filing of a terminal disclaimer simply serves the 
statutory function of removing the rejection of double patenting, and raises neither 
presumption nor estoppel on the merits of the rejection"). Should the need arise at a 
later date, Applicant reserves the right to present arguments regarding the merits of the 
nonstatutory obviousness-type double patenting rejection and the alleged obviousness 
of the application claims in view of claims in Butler. Accordingly, Applicant requests 
approval of the Terminal Disclaimer and withdrawal of the nonstatutory obviousness- 
type double patenting rejection with respect to Butler. 

III. Rejection Under 35 U.S.C. § 112, First Paragraph 

Page 3 of the Office Action asserts that various claims contain subject matter not 
sufficiently described in Applicant's specification. Provided as an example is the feature 
"a valve coupled to the anchoring frame," recited in claim 140. Applicant respectfully 
disagrees with this assertion, and submits that Applicant's specification sufficiently 
describes the feature. For example, FIGS. 14 and 19 disclose a sleeve 2 having 
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different sections, namely a lower section that retracts an opening, and an upper section 

that is used to create a valve (an exemplary embodiment being shown in FIG. 19). The 

upper section extends from a ring 15 to a point where it is slidably coupled to a proximal 

ring 4 and a guide member 51 . Thus, the upper section, proximal ring 4, and guide 

member 51 , provide support for the "valve coupled to the anchoring frame," recited in 

claim 140. See also, page 21 , line 6 to page 22, line 3 of Applicant's specification. 

IV. Rejections Under 35 U.S.C. § 102(e) 
A. de la Torre Reference 

de la Torre discloses an apparatus including an access port housing 362 
comprised of a first housing member 366 and a second housing member 368; a skin 
screw 376 that secures access port housing 362 to tissue; a first annular 
member 382, 384 having a projecting tab 386 for engaging a notch 378 in first housing 
member 366; a sleeve 392 secured to first annular member 382, 384; and a second 
annular member 408, 410 capable of rotation to open and close an opening in 
sleeve 392. See de la Torre, column 1 5, lines 9, 1 0, 1 7, 1 8, 31 -35, 40, 41 , 48-54; 
column 1 6, lines 4-6 and 35-43; and FIGS. 30, 31 , and 32. FIG. 30 of de la Torre 
shows the apparatus arranged in an opening, with skin screw 376 contacting the walls 
of the opening. 

Independent claim 135 recites, inter alia, "a retracting member extending from 
the anchoring frame and through the opening and into the body; and a securing frame 
located distal of the opening and in the body, the securing frame configured to assist in 
selectively securing the retracting member." de la Torre fails to teach or suggest each 
and every feature recited in independent claim 135. In de la Torre, sleeve 392 is not a 
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retracting member. Even if somehow sleeve 392 could be interpreted as being a 

retracting member, sleeve 392 does not extend through the opening in the tissue and 

into the body, but rather, remains entirely outside of the body, and even outside of the 

opening. Further, skin screw 376, while being located distal of the opening and partially 

in the body, does not assist in selectively securing sleeve 392. Rather, sleeve 392 is 

secured by engagement of projecting tab 386 with notch 378. As such, de la Torre fails 

to teach or suggest, "a retracting member extending from the anchoring frame and 

through the opening and into the body; and a securing frame located distal of the 

opening and in the body, the securing frame configured to assist in selectively securing 

the retracting member," as recited in independent claim 135. Accordingly, Applicant 

submits that independent claim 135 is allowable. Reconsideration of the rejection of 

claim 135 is requested. 

Independent claim 151 recites, inter alia, "a retracting member extending from 

the anchoring frame and through the opening; and a securing frame located distal of the 

opening, the securing frame selectively engaged to the retracting member." de la Torre 

fails to teach or suggest each and every feature recited in independent claim 151 . As 

discussed above with regard to independent claim 135, sleeve 392 of de la Torre is not 

a retracting member, nor does sleeve 392 extend through the opening. Further, skin 

screw 376 is not selectively engaged to sleeve 392. Instead, engagement between 

sleeve 392 and skin screw 376 is maintained by a flange 372. Thus, de la Torre fails to 

teach or suggest "a retracting member extending from the anchoring frame and through 

the opening; and a securing frame located distal of the opening, the securing frame 

selectively engaged to the retracting member," as recited in independent claim 151 . 
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Accordingly, Applicant submits that independent claim 151 is allowable. 

Reconsideration of the rejection of claim 151 is requested. 

Amended independent claim 167 recites, inter alia, "a securing frame located 
distal of the opening, the retracting member slidably wrapping around the securing 
frame." de la Torre fails to teach or suggest each and every feature recited in 
independent claim 167. Again, sleeve 392 is not disclosed as being a retracting 
member. Further, as clearly shown in FIGS. 30-32 of de la Torre, sleeve 392 does not 
slidably wrap around skin screw 392, or any other component for that matter. As such, 
de la Torre fails to teach or suggest, "a securing frame located distal of the opening, the 
retracting member slidably wrapping around the securing frame," as recited in 
independent claim 167. Accordingly, Applicant submits that independent claim 167 is 
allowable. Reconsideration of the rejection of claim 167 is requested. 
B. Beane Reference 

Beane discloses a surgical access port 62 including a flexible skirt 66 having a 
hem-like pocket 63 that encloses a ring 64 maintains flexible skirt 66 in a circular or 
elliptical orientation. See Beane, column 5, lines 50-54; and FIG. 1. In other 
embodiments, such as those shown in FIGS. 7A, 8, and 9, flexible skirt 66 appears to 
be joined to ring 64, or formed from a bottom portion of flexible skirt 66. Ring 64 and 
flexible skirt 66 are inserted into a body cavity through an incision 50 in an abdominal 
wall 52, and the collars 68 and 69 are inflated. See Id. at column 6, lines 10, 11, 
and 34-36; and FIG. 2E. Since an upper end of flexible skirt 66 is connected to 
collar 69, inflation of collars 68 and 69 draw skirt 66 upwards and outward, "thereby 
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drawing ring 64 against abdominal wall 52." See Id. at column 6, lines 36-40; and 

FIG. 2E. 

Independent claim 135 recites, inter alia, "an anchoring frame located proximal of 
the opening; a retracting member extending from the anchoring frame and through the 
opening and into the body; and a securing frame located distal of the opening and in the 
body, the securing frame configured to assist in selectively securing the retracting 
member." Beane fails to teach or suggest each and every feature recited in 
independent claim 135. As evidenced in the portions of Beane cited above, it is collars 
68 and 69 that secure flexible skirt 66, since inflation of collars 68 and 69 is what draws 
flexible skirt 66 against the sides of incision 50. In Beane, ring 64, once drawn upward, 
anchors flexible skirt 66 against abdominal wall 52. However, collars 68 and 69 are not 
located distal of incision 50, and ring 64 is not located proximal of incision 50. As such, 
Beane fails to teach or suggest "an anchoring frame located proximal of the opening; a 
retracting member extending from the anchoring frame and through the opening and 
into the body; and a securing frame located distal of the opening and in the body, the 
securing frame configured to assist in selectively securing the retracting member," as 
recited in independent claim 135. Accordingly, Applicant submits that independent 
claim 135 is allowable. Reconsideration of the rejection of claim 135 is requested. 

Independent claim 151 recites, inter alia, "an anchoring frame located proximal of 
the opening; a retracting member extending from the anchoring frame and through the 
opening; and a securing frame located distal of the opening, the securing frame 
selectively engaged to the retracting member." Beane fails to teach or suggest each 
and every feature recited in independent claim 151 . Beane is deficient for those 
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reasons discussed above with respect to independent claim 135. Further, even if 

ring 64 of Beane could somehow be interpreted as being a securing frame, ring 64 is 

enclosed in hem-like pocket 63 of flexible skirt 66 (see FIG. 1), is joined to flexible 

skirt 66 (see FIG. 7A), or is formed from flexible skirt 66 (see FIGS. 8 and 9). The 

enclosure of ring 64 in hem-like pocket 63 is not selective engagement; the joining of 

ring 64 with flexible skirt 66 is also not selective engagement; nor is forming ring 64 

from flexible skirt 66 selective engagement. Thus, Beane fails to teach or suggest "an 

anchoring frame located proximal of the opening; a retracting member extending from 

the anchoring frame and through the opening; and a securing frame located distal of the 

opening, the securing frame selectively engaged to the retracting member. Accordingly, 

Applicant submits that independent claim 151 is allowable. Reconsideration of the 

rejection of claim 151 is requested. 

Amended independent claim 167 recites, inter alia, "an anchoring frame located 

proximal of the opening . . . and a securing frame located distal of the opening, the 

retracting member slidably wrapping around the securing frame." Beane fails to teach 

or suggest each and every feature recited in independent claim 167. Beane is deficient 

at least for the reasons discussed above with respect to independent claim 135. 

Further, even if ring 64 could somehow be interpreted as being a securing frame, Beane 

is still deficient. Instead of disclosing flexible skirt 66 slidably wrapping around ring 64, 

Beane discloses that flexible skirt 66 encloses ring 64 in hem-like pocket 63 (see 

FIG. 1 ). No sliding is taught or suggested by Beane. In FIGS. 7A, 8, and 9 of Beane, 

flexible skirt 66 is joined to ring 64, or is formed from ring 64, and thus these 

embodiments lack both sliding and wrapping. Since Beane does not teach or suggest 
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flexible skirt 66 slidably wrapping around ring 64, Beane fails to teach or suggest "an 
anchoring frame located proximal of the opening . . . and a securing frame located distal 
of the opening, the retracting member slidably wrapping around the securing frame," as 
recited in amended independent claim 167. Accordingly, Applicant submits that 
independent claim 167 is allowable. Reconsideration of the rejection of claim 167 is 
requested. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our Deposit Account 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 




Dated: April 30, 2008 



By: 



Thomas Y. Ho 
Reg. No. 61,539 



-18- 



